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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of group II, claims 1 1-20 in the paper 
submitted on December 22, 2003 is acknowledged. 

2. Claims 1-10 are withdrawn from fiirther consideration pursuant to 37 CFR 

1 . 142(b) as being drawn to a nonelected group, there being no allowable generic or 
linking claim. Election was made without traverse in the paper submitted on December 
22, 2003. 

Response to Amendment 

3. Applicant's cancellation of claims 1-10 are acknowledged and have been entered. 

4. Claims 1 1 -20 are pending. 

Specification 

5. The disclosure is objected to because of the following informalities: on page 13, 
pg, 70, Hamster is misspelled as "Hampster" 

6. Appropriate correction is required. 

Claim Rejections - 35 JJSC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1 1-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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9. Claim 1 1 is rejected under 35 U.S. C. 112, second paragraph, as being incomplete 
for omitting essential steps, such omission amounting to a gap between the steps. See 
MPEP § 2172.01. The omitted steps are: the steps detailing how to configure a signal 
line to conduct a time- varying voltage therealong, as well as the steps detailing how to 
configure one or more ground elements to maintain a time-invariant voltage therealong. 

10. In claim 1 1 , it is unclear what is required to configure a signal line to conduct a 
time-varying voltage therealong, rendering the claim indefinite. It is unclear whether the 
configuration is based on physical properties of the signal line, or if it requires prior 
treatment of the signal line, or if some other means of preparation is required to configure 
the signal line. This is also applicable to the limitation requiring the configuration of 
ground elements to maintain a time-invariant voltage therealong. 

1 1 . Claim 12 recites the limitation "said cell" in the second and third lines. There is 
insufficient antecedent basis for this limitation in the claim. This is also applicable to 
claims 15, 16, 18, and 19. Currently the Umitation "said cell" is interpreted as cellular 
system. 

12. Claim 13 recites the limitation "said substance" in the first line. There is 
insufficient antecedent basis for this limitation in the claim. It is unclear if said substance 
is referring to the substance within the cell, or to the test substance. Currently the 
substance is interpreted to refer to the substance within the cell. 

13. The remaining claims are indefinite for depending on an indefinite claim. 

Claim Rejections - 35 USC § 102 
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14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 35 1 (a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

15. Claims 11-13, 16, 17, and 20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Bodner et al [US 6,461,808]. 

With respect to claim 11, Bodner et al teach a method comprising the steps of 
coupling an electromagnetic test signal to a sample in which a cellular event is being 
detected (claim 1), whereby the sample interacts with and modulates the test signal to 
produce a modulated test signal, detecting the modulated test signal (claim 1), and 
analyzing the modulated signal to detect the cellular event (claim 2), where the sample is 
coupled to the signal by a one-port coplanar waveguide transmission line operable to 
support the propagation of a electromagnetic test signal comprising a signal line 
configured to conduct a time- varying voltage (claim 7), and one or more ground elements 
configured to maintain a time-invariant voltage, the one or more ground elements spaced 
apart from the signal line and located generally within the same plane as the signal line 
(claim 7), where a detection region is formed between a portion of the signal line and a 
portion of the one of the one or more ground elements (claim 6), and where the sample is 
contained in a sample containment structure intersecting the detection region of the one- 
poit coplanar waveguide transmission line (claims 6 and 7), where the sample 
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containment structure comprises a cavity operable to hold 1 ml or less of sample solution 
(column 6, lines 40-45, claim 6) within the detection region. 

16- With respect to claims 12, 13, 16, and 17, the cellular activity comprises a change 
in amount of a substance (ions) present in the cell (opening and closing of ion channels) 
as a result of the presence of a test substance (antiligand) in a medium containing the cell 
(column 2, lines 49-67 and column 3, lines 13-41, claim 1). Bodner et al define molecular 
events as including molecular structures (ion channels) and molecular binding events 
resulting from the binding of a ligand and its antiUgand. Although Bodner et al do not 
specifically teach that the substance is comprised of ions, a person of ordinary skill in the 
art would understand the opening and closing of ion channels would cause a change in 
the amount of ions in the cell, and that the test substance would be considered an agonist 
or antagonist. 

17. With respect to claim 20, Bodner et al further teach a step of verifying the method 
by correlating with a known cellular activity of a known substance (claim 2). 

18. Claims 11-14, 16, and 18 are rejected under 35 US.C 102(e) as being anticipated 
by Hefti [US 6,368,795]. 

With respect to claim 11, Hefti teaches a method comprising the steps of coupling 
an electromagnetic test signal to a sample (cellular and subcellular systems) in which a 
cellular event is being detected (claim 1), whereby the sample interacts with and 
modulates the test signal to produce a modulated test signal, detecting the modulated test 
signal (claim 1), and analyzing the modulated signal to detect the cellular event (claim 8), 
where the sample is coupled to the signal by a one-port coplanar waveguide transmission 
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line operable to support the propagation of a electromagnetic test signal comprising a 
signal line configured to conduct a time-varying voltage (claims 2-7) , and one or more 
ground elements configured to maintain a time-invariant voltage, the one or more ground 
elements spaced apart from the signal line and located generally within the same plane as 
the signal line, where a detection region (molecular binding layer) is formed between a 
portion of the signal line and a portion of the one of the one or more ground 
elements(claim 8), and where the sample is contained in a sample containment structure 
intersecting the detection region of the one-port coplanar waveguide transmission line 
(claims 1, 6-8), where the sample containment structure comprises a cavity (chamber) 
operable to hold 1 ml or less of sample solution (column 41, lines 65-67) within the 
detection region. 

19. With respect to claims 12-14, 16, Hefti teaches the presence or absence of a 
molecular binding event such as binding between a ligand and antiligand, which are 
defined to include cells, cell membranes, synthetic compounds, nucleic acids and 
antagonists (claim 8, column 7, line 48 - column 8, line 24, column 51, lines 50-55). 

20. With respect to claim 18, Hefti defines samples as including cells taken from any 
mammal (column 9, lines 59-67). 

Claim Rejections - 35 USC § 103 

21. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the pnor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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22. Claims 15, 18, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bodner et al [US 6,461,808] in view of Zang-Gandor [Zang-Gandor, Improved 
transfection of CHO cells, 1997, QIAGENnews, 4, 15-18]. 

Bodner et al teach the use of cellular systems, as discussed above. Bodner et al do 
not teach the use of CHO wild-type cells. Zang-Gandor, however, teach that CHO SSF 
cell lines are able to proliferate as suspension cultures in serum- and protein-free 
mediums, providing many advantages for economical, large-scale cultivation without 
expensive additives (p. 15, pg.2 - p.l6, pg.l). Therefore it would have been obvious to use 
CHO wild-type cells as suggested by Zang-Gandor in the method of Bodner et al, in 
order to allow for economical, large scale cultivation without expensive additives, 

23, Claims 15 and 19 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Hefti et al [US 6,461,808] in view of Zang-Gandor [Zang-Gandor, Improved transfection 
of CHO cells, 1997, QIAGENnews, 4, 15-18]. 

Hefti teaches the use of samples comprising cells from mammals, as discussed 
above. Hefti does not teach the use of CHO wild-type cells. Zang-Gandor, however, 
teach that CHO SSF cell lines are able to proUferate as suspension cultures in serum- and 
protein-free mediums, providing many advantages for economical, large-scale cultivation 
without expensive additives (p. 15, pg.2 - p.l6, pg, 1). Therefore it would have been 
obvious to use CHO wild-type cells as suggested by Zang-Gandor in the method of Hefti, 
in order to allow for economical, large scale cultivation without expensive additives. 



Double Patenting 
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24. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F,3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F,2d 887, 225 USPQ 645 (Fed 
Cir. 1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 
All R2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

25. A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

26. Claims 1 1-13, 16, 17, and 20 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-12 of U.S. Patent 
No. 6,461,808. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the application has a common assignee with the patent. 

With respect to claim 11, Bodner et al teach a method comprising the steps of 
coupling an electromagnetic test signal to a sample in which a cellular event is being 
detected (claim 1), whereby the sample interacts with and modulates the test signal to 
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produce a modulated test signal, detecting the modulated test signal (claim 1), and 
analyzing the modulated signal to detect the cellular event (claim 2), where the sample is 
coupled to the signal by a one-port coplanar waveguide transmission line operable to 
support the propagation of a electromagnetic test signal comprising a signal hne 
configured to conduct a time-varying voltage therealong, and one or more ground 
elements configured to maintain a time-invariant voltage therealong, the one or more 
ground elements spaced apart from the signal line and located generally within the same 
plane as the signal line, where a detection region is formed between a portion of the 
signal line and a portion of the one of the one or more ground elements, and where the 
sample is contained in a sample containment structure intersecting the detection region of 
the one-port coplanar waveguide transmission line (claims 6 and 7), where the sample 
containment structure comprises a cavity operable to hold 1 ml or less of sample solution 
(space for a sample plug, which was defined in the specification (column 6, lines 40-45) 
to have a volume of preferably 1-10 |al) within the detection region. 

Therefore, it would have been obvious to a person of ordinary skill in the art that 
the limitations recited in the claims of Bodner et al encompass those of the instant 
application, and it would have been obvious for a person of ordinary skill in the art to 
perform the method recited by applicants using the method recited by Bodner et al 
27. With respect to claims 12, 13, 16, and 17, the cellular activity taught by Bodner is 
defined to include a change in amount of a substance (ions) present in the cell (opening 
and closing of ion channels) as a result of the presence of a test substance (antiligand) in 
a medium containing the cell (column 2, lines 49-67 and column 3, lines 13-41, claim 1). 
Bodner et al define molecular events as including molecular structures (ion channels) and 
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molecular binding events resulting from the binding of a ligand and its antiligand. 
Although Bodner et al do not specifically teach that the substance is comprised of ions, a 
person of ordinary skill in the art would understand the opening and closing of ion 
channels would cause a change in the amount of ions in the cell, and that the test 
substance would be considered an agonist or antagonist. 

28. With respect to claim 20, Bodner et al further teach a step of verifying the method 
by coirelating with a known cellular activity of a known substance (claim 2). 

29. Claims 15, 1 8, and 1 9 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-12 of U.S. Patent 
No. 6,461,808 in view of Zang-Gandor [Zang-Gandor, Improved transfection of CHO 
cells, 1997, QIAGENnews, 4, 15-18]. 

Bodner et al teach the use of cellular systems, as discussed above. Bodner et al do 
not teach the use of CHO wild-type cells. Zang-Gandor, however, teach that CHO SSF 
cell hues are able to proliferate as suspension cultures in serum- and protein- free 
mediums, providing many advantages for economical, large-scale cultivation without 
expensive additives (p,15, pg.2 - p.l6, pg.l). Therefore it would have been obvious to use 
CHO wild-type cells as suggested by Zang-Gandor in the method of Bodner et al, in 
order to allow for economical, large scale cultivation without expensive additives. 

30. Claims 1 1-14, 16, and 18 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-13 of U.S. Patent 
No, 6,368,795. Although the conflicting claims are not identical, they are not patentably 
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distinct from each other because the apphcation has a common inventor and assignee 
with the patent. 

With respect to claim 1 1, Hefti teaches a method comprising the steps of couphng 
an electromagnetic test signal to a sample (cellular and subcellular systems) in which a 
cellular event is being detected (claim 1), whereby the sample interacts with and 
modulates the test signal to produce a modulated test signal, detecting the modulated test 
signal (claim 1), and analyzing the modulated signal to detect the cellular event (claim 8), 
where the sample is coupled to the signal by a one-port coplanar waveguide transmission 
line operable to support the propagation of a electromagnetic test signal comprising a 
signal line configured to conduct a time-varying voltage (claims 2-7) , and one or more 
ground elements configured to maintain a time-invariant vohage, the one or more ground 
elements spaced apart from the signal line and located generally within the same plane as 
the signal line, where a detection region (molecular binding layer) is formed between a 
portion of the signal line and a portion of the one of the one or more ground 
elements(claim 8), and where the sample is contained in a sample containment structure 
intersecting the detection region of the one-port coplanar waveguide transmission line 
(claims 1, 6-8), where the sample containment structure comprises a cavity (chamber) 
operable to hold 1 ml or less of sample solution (column 41, lines 65-67) within the 
detection region. 

Therefore, it would have been obvious to a person of ordinary skill in the art that 
the Hmitations recited in the claims of Hefti encompass those of the present application, 
and it would have been obvious for a person of ordinary skill in the art to perform the 
method recited by apphcants using the method recited by Hefti. 
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31. With respect to claims 12-14, 16, Hefti teaches the presence or absence of a 
molecular binding event such as binding between a ligand and antiligand, which are 
defined to include cells, cell membranes, synthetic compounds, nucleic acids and 
antagonists (claim 8, column 7, line 48 - column 8, line 24, column 51, lines 50-55). 

32. With respect to claim 1 8, Hefti defines samples as including cells taken from any 
mammal (column 9, hnes 59-67), 

33. Claims 15 and 19 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-13 of U.S. Patent 
No. 6,368,795 in view of Zang-Gandor [Zang-Gandor, Improved transfection of CHO 
cells, 1997, QIAGENnews, 4, 15-18]. 

Hefti teaches the use of samples comprising cells from mammals, as discussed 
above- Hefti does not teach the use of CHO wild-type cells. Zang-Gandor, however, 
teach that CHO SSF cell lines are able to proliferate as suspension cultures in serum- and 
protein-free mediums, providing many advantages for economical, large-scale cultivation 
without expensive additives (p- 15, pg.2 - p.l6, pg.l). Therefore it would have been 
obvious to use CHO wild-type cells as suggested by Zang-Gandor in the method of Hefti, 
in order to allow for economical, large scale cultivation without expensive additives. 

Conclusion 

34. No claims are allowed, 

35. The following references are also cited as art of interest for teaching method of 
detecting or monitoring molecular, binding, and cellular events: Hefti [US 6,566,079], 
Hefti [US 6,485,905], Kucharczyk et al [US 6,626,902], Hochman [US 6,573,063]. 
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36. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nelson Yang whose telephone number is (571) 272-0826. 
The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long V Le can be reached on (571)272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

37. Information regarding the status of an apphcation may be obtained from the 
Patent Apphcation Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished apphcations is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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